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Introduction 

1. This final determination by the Alcohol Beverages Advertising Code (“ABAC”) 
Adjudication Panel (“The Panel”) concerns the name and packaging of “Duff Beer” by 
the Woolworths Liquor Group (“the Supplier”) and arises from a complaint received on 
10 June 2014.  

2. On 17 July 2014, the Panel made a provisional determination on the complaint. In 
accordance with the rules and procedures which apply to the decision making process 
for complaints concerning the name and packaging of alcohol beverage products, a 
supplier is entitled to seek a rehearing of the provisional determination. The supplier 
sought a rehearing and provided additional submissions for the Panel’s 
reconsideration. This final determination flows from the rehearing process. 

3. The complaint also raised concerns about related advertisements for the product. This 
aspect of the complaint is dealt with in a companion determination, 37B/14. 

The Quasi-Regulatory System 

4. Alcohol advertising and packaging in Australia is subject to an amalgam of laws and 
codes of practice which regulates and guides the content and, to some extent, the 
placement of advertisements and packaging. Given the mix of government and 
industry influences and requirements in place, it is accurate to describe the regime 
applying to alcohol advertising and packaging as quasi-regulation. The most important 
provisions applying to alcohol advertising and packaging are found in:  

(a) a generic code (the AANA Advertiser Code of Ethics) with a corresponding public 
complaint mechanism operated by the Advertising Standards Bureau (ASB); 

(b) an alcohol specific code (the Alcohol Beverages Advertising (and Packaging) 
Code) and complaints mechanism established under the ABAC Scheme; 
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(c) certain broadcast codes, notably the Commercial Television Industry Code of 
Practice (CTICP) which restricts when direct advertisements for alcoholic drinks 
may be broadcast; and 

(d) The Outdoor Media Association Code of Ethics which includes provisions about 
Billboard advertising. 

5. The complaints systems operated under the ABAC scheme and the ASB are separate 
but inter-related in some respects.  Firstly, for ease of public access, the ASB provides 
a common entry point for alcohol advertising complaints.  Upon receipt, the ASB 
forwards a copy of the complaint to the Chief Adjudicator of the ABAC Panel. 

6. The Chief Adjudicator and the ASB independently assess the complaint as to whether 
the complaint raises issues under the ABAC, AANA Code of Ethics or both Codes.  If 
the Chief Adjudicator decides that the complaint raises solely issues under the Code of 
Ethics, then it is not dealt with by the ABAC Panel.  If the complaint raises issues 
under the ABAC, it will be dealt with by the ABAC Panel.  If the complaint raises issues 
under both the ABAC and the Code of Ethics, then the ABAC Panel will deal with the 
complaint in relation to the ABAC issues, while the ASB will deal with the Code of 
Ethics issues. 

7. The complaint raises concerns under the ABAC and accordingly is within the Panel’s 
jurisdiction.  

The Complaint Timeline 

8. The complaint was received by the ABAC Scheme on 10 June 2014. 

9. The Panel has a goal to determine complaints within 30 business days of receipt of the 
complaint. In relation to complaints about product names and packaging, the ABAC 
scheme rules and procedures provide for a two stage process which allows for the 
making of a provisional determination and a further opportunity for a product supplier 
to make submissions prior to the Panel making a final determination. As a result, the 
30 day timeframe is not applicable to this complaint.  

Pre-vetting Clearance  

10. The quasi-regulatory system for alcohol beverages advertising features independent 
examination of most proposed advertisements and some packaging against the ABAC 
prior to publication or broadcast.  Pre-vetting approval was not obtained for the product 
name or packaging, but was obtained for advertising featuring the product name. 

Product material 

11. The complaint refers to a product named “Duff Beer”.   

12. The product is packaged in a red can and features the word “Duff” in large black text 
with an amber border over a white framed rectangle on the can.  On the sides of the 
rectangle is an outline of ears of a grain.  The words “Australian edition” appear at the 
top of the can and the words “BEER”, “Premium lager” “355mL (12FLOZ)” and “4.7% 
ALC/VOL” is in smaller print below the name “Duff”.  
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13. On the side of the can next to the barcode is the Drinkwise get the facts logo, recycling 
logo and symbol for 1.3 standard drinks.  The following text also appears in small print 
“Product of U.S.A. Imported by Pinnacle Liquor Level 1, 26 Waterloo Street, Surry Hills 
NSW 2010 Australia The Simpsons TM & ©2014 Fox” followed by recycling refund 
information. 

14. Below the barcode is the stylised signature of Matt Groening (creator of The 
Simpsons). 

15. The carton for the product has red on the sides, white on the bottom and no top. 

16. The short sides of the carton have the Duff Beer logo as on the front of the can.  Next 
to the logo at the bottom of the panel is the stylized signature of Matt Groening. Next to 
the signature is the text “4x6x355mL CANS 4.7%ALC/VOL GROSS WEIGHT 9.3KG” 
above “24 x” and the standard drink logo for 1.3 standard drinks. On the right side of 
the panel is the barcode above the text “The Simpsons TM & ©2014 Twentieth 
Century Fox Film Corporation.  All Rights Reserved”. 

17. The long sides of the carton on the left have the text “24 x 355ML 4.7% ALC/VOL 
GROSS WEIGHT 9.3KG”.  In the middle of the panel is the text “Australian edition” 
followed by the Duff Beer logo as featured on the can and the text “Premium Lager”.  
On the bottom of the panel after the Duff Beer logo is the Matt Groening stylized 
signature.  On the right side of the panel is the barcode above the text “The Simpsons 
TM & ©2014 Twentieth Century Fox Film Corporation.  All Rights Reserved”. 

18. The bottom of the carton includes the text “Product of U.S.A. Imported by Pinnacle 
Liquor Level 1, 26 Waterloo Street, Surry Hills NSW 2010 Australia” followed by the 
Drinkwise Get the Facts logo and the text “Is your drinking harming yourself or 
others?” Below this information is the recycling logo, standards drinks logo and 
barcode. 

The Complaint 

19. The complainant argues that the product through its name and packaging has strong 
or evident appeal to children or adolescents by reason of its creation by, depiction in 
and therefore association with The Simpsons television series.  A detailed complaint 
was supplied and is ‘Attachment A’ to this determination. The complaint raises issues 
under both Part 1 and Part 2 of the Code, but this determination deals solely with Part 
2. Determination 37B/14 deals with Part 1 of the Code.  

The Code 

20. Part 2.1 of the ABAC provides that the naming and packaging of alcohol beverages 
(which is also referred to as “product material”)  must: 

a) present a mature, balanced and responsible approach to the consumption of 
alcohol beverages and, accordingly – 

ii) must not encourage under-age drinking 

b) not have a strong or evident appeal to children and adolescents…. 
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21. Part 2.2 of the ABAC provides that the ABAC standards (Part 2 (1) (a)-(g)), apply to 
the naming and packaging of all alcohol beverages supplied in Australia, with the 
exception of the name of any product or a trademark which the supplier can 
demonstrate, to the satisfaction of the Adjudication Panel, had been supplied for bona 
fide retail sale in the ordinary course of business in a State or Territory of Australia 
prior to 31 October 2009. 

The Supplier’s Comments  

22. On 27 June 2014, the supplier responded to the complaint and questions posed by the 
Panel in advance of the making of its Provisional Determination on 27 June 2014. This 
response is ‘Attachment B’ to this Determination. 

23. Following the Provisional Determination, the Supplier exercised its entitlement to seek 
a rehearing and made additional submissions dated 1 August 2014 to the Panel. This 
submission is ‘Attachment C’ to this Determination. 

The Panel’s View 

Introduction 

24. The Simpsons is one of the longest aired and most successful animated television 
series of all time. Originating in the United States, The Simpsons is broadcast in many 
parts of the world, and has been a staple of Australian free to air and pay television 
networks since the early 1990s. 

25. The program is a satirical portrayal of American lower-middle class life and is based 
upon a two parent, three child family living in a suburban setting. One relatively minor 
but not infrequent reference in the series is the use of the product ‘Duff beer’. This 
complaint goes to the decision of Woolworths, one of Australia’s largest retail alcohol 
outlets, to add an officially sanctioned ‘Duff’ beer to the Australian alcohol market. 

26. The complainant is described as a coalition of Victorian based health and social 
agencies with a shared goal of reducing alcohol harm. The basic point raised by the 
complaint is that by converting the fictional Duff beer of The Simpsons into a real 
product must mean that the product will have a strong or evident appeal to children, 
because of the implication that The Simpsons has strong appeal to children and 
adolescents.  

27. The Supplier refutes the concerns underpinning the complaint by arguing it is entitled 
to market a Duff beer product and that the Duff name itself falls within an exception to 
the Code, which means that it can be used without having to satisfy Code standards. 
Secondly, it is argued that its marketing has and will be done in a manner which will 
not have strong or evident appeal to children or adolescents.  

28. The ABAC is structured so as to distinguish between complaints made about brand 
and retail advertising (Part 1) and complaints made about product name and packages 
(Part 2). While the standards of good marketing practice contained in Parts 1 and 2 of 
the Code are the same, the ABAC scheme treats complaints about product name and 
packages differently in several critical respects, namely: 
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(a) The name or trademark of any product which has been supplied for bona 
fide retail sale in the ordinary course of business prior to 31 October 2009 
are excepted from having to meet the Part 2 standards. There is no 
equivalent carve out in Part 1 based on the time in which an 
advertisement originated. 

(b) The rules and procedures for decision making on a complaint under Part 
2 consists of two stages, with the Supplier afforded the opportunity to 
seek a rehearing of a preliminary determination of the complaint. There is 
no rehearing opportunity for decisions made about brand and retail 
advertising under Part 1 of the Code. 

(c) If a final determination upholds a complaint, the rules and procedures 
provide for a process by which a ‘once and for all’ approval can be given 
to a modified product name or package, which means that the approved 
product name and package cannot be subsequently questioned in further 
complaints. There is no similar process available for modified 
advertisements under Part 1 of the Code.  

29. The rationale for the two stage decision making process for Part 2 determinations 
reflects the significant impact of an adverse decision for a supplier if a product name or 
package is held to be in breach of a Code standard. The impact could lead to a 
product effectively being removed from the marketplace or, at a minimum, the loss of 
significant intellectual property value if a brand has to be altered as a result of a Panel 
determination. Clearly, such a consequence is much greater for a supplier than the 
potential withdrawal of an individual advertising execution or even an entire advertising 
campaign occasioned by an adverse determination under Part 1. 

30. On 17 July 2014, the Panel made a provisional determination upholding the complaint. 
The provisional determination is ‘Attachment D’ to this determination. The Supplier 
sought a rehearing of the provisional determination and supplied the Panel with 
additional arguments. The rehearing involves the Panel looking at the complaint afresh 
having reference to all of the relevant materials, including the complaint and the 
Supplier’s original and additional submissions. The Panel is to arrive at a decision 
which is not confined to the consideration of any mistakes which were made in the 
Provisional Determination, but it is in effect a de novo consideration of the complaint.  

31. Due to the reasonably complex issues raised by the complaint, this determination is 
divided into the following sections: 

(a) Summary of decision 

(b) Background to ABAC scheme and coverage of product names and 
packaging 

(c) The Provisional Determination and Supplier’s additional submissions 

(d) Does the product name fall within the exception contained in Part 2.2? 

(e) Does the product name and packaging have strong or evident appeal to 
children or adolescents? 



  

 6/52 

Summary of Decision 

32. The Panel has made a final determination to uphold the complaint in relation to the 
product material, namely the product name ‘Duff’ and the packaging of the product. In 
doing so, the Panel decided: 

(a) The Supplier’s named ‘Duff’ product was not in bona fide retail sale in the 
ordinary course of business prior to 30 October 2009 and: 

(i) the pre 30 October 2009 use of the name ‘Duff’ by unrelated 
parties on an unrelated product does not enable the Supplier to 
rely on the exception in Part 2.2 of the Code;  

(ii) the spirit and intent of Part 2.2  of the Code was not to extend the 
protection of the exception to current circumstances.  

(b) The product name ‘Duff’ and the product packaging which replicates the 
fictional use of the same items within The Simpsons associates the 
product material with The Simpsons.  

(c) The Simpsons has wide appeal across a broad demographic of the 
population.  

(d) The Simpsons has strong and evident appeal to children and 
adolescents. 

(e) The association of The Simpsons with the product name and packaging is 
so strongly entrenched in Australian popular culture that the name and 
packaging will draw the attention of under 18 year olds and measures to 
market the product without references to The Simpsons characters or 
images cannot be effective to overcome the strong and evident appeal of 
the product material to underage persons.  

Background to ABAC scheme and coverage of product names and packaging 

33. The ABAC scheme commenced operations in 1998 as a self-regulatory code of good 
advertising practice by the core participants in Australia’s alcohol beverage industry. 
Since that time, the scheme has been revised on several occasions, notably: 

(a) 1 May 2004 when the reach of the ABAC was extended to internet based 
advertising and the governance arrangements for the scheme were 
revised so as to give the scheme a quasi-regulatory nature. 

(b) 1 November 2009 when the code was extended to apply standards to 
alcohol beverage product names and packaging through the inclusion of 
a new Part 2 of the code. 

(c) 1 July 2014 with the commencement of a new code incorporating Part 1 
and Part 2 of the former code into a consolidated and revised set of 
standards. 
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34. While the new code named the ‘ABAC Responsible Alcohol Marketing Code’ 
commenced on 1 July 2014, the current determination will be decided under the 
provisions of the former code (Alcohol Beverage Adverting (and Packaging) Code). 
This is because of the transitional arrangements facilitating the implementation of the 
new code provide that complaints received prior to 1 July 2014 will be decided under 
the former code. The current complaint was received on 10 June 2014. 

Provisional Determination and Supplier’s additional submissions 

35. The Provisional Determination made by the Panel on 17 July 2014 is Attachment D to 
this Determination. In short, the Panel: 

(a) found that the product did not fall within the exception of Part 2.2 because 
the earlier sale of a beer product named ‘Duff’ by unrelated parties did not 
amount to a  ‘bona fide retail sale’ within the meaning of that phrase in 
Part 2.2; and 

(b) the association of The Simpsons with the product name and packaging is 
so strongly entrenched in Australian popular culture that measures to 
market the product without references to The Simpsons characters or 
images cannot be effective to overcome the strong and evident appeal of 
material to underage persons.  

36. The further submission from the Supplier is at Attachment C to this Determination. The 
Supplier’s summary of its submission is as follow: 

(a) WLG, a Code signatory, has mature, balanced and responsible measures 
in place, both generally and specifically in relation to marketing Duff Beer 
products, to ensure that there is no encouragement of under-age drinking, 
no appeal to children or adolescents and no breach of the Code. 

(b) No such restrictions apply to vendors of unauthorised versions of Duff 
Beer who are not likely to be Code signatories and who may fill the 
vacuum if the complaint is upheld regarding genuine products sold 
responsibly by WLG.  

(c) As an adverse determination in relation to the Duff Beer name has such 
serious implications: 

(i) the Panel must be careful to apply the relevant Code provisions 
correctly; and 

(ii) in particular, the Panel must apply the provisions of Part 2.2 as 
they are unambiguously expressed rather than according to its 
belief as to what may have been intended. 

(d) The Part 2.2 Code exception applies as there were bona fide retail sales 
of Duff Beer in the ordinary course of business in Australia prior to 31 
October 2009. 
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(e) The bona fide retail sales referenced in Part 2.2 do not relate to 
authorised use of a name, but to real or genuine commercial sales, as 
opposed to token or promotional sales. 

(f) Concepts regarding the 'spirit and intent' of the Code and 'grandfathering' 
do not affect the unambiguous meaning of Part 2.2, and should not be 
taken into consideration by the Panel. 

(g) The Duff Beer advertisements incorporated prominent images of the Duff 
Beer product and name and were approved by pre-vetting experts who 
did not suggest that they breached the Code, including by encouraging 
under-age drinking or having a strong or evident appeal to children or 
adolescents.  It follows that the Duff Beer name, packaging and 
advertisements do not breach the Code. 

(h) In any event, as the use of the Duff Beer name is permitted by Part 2.2, 
no other aspects of the packaging or advertisements, including small 
print, taken individually or together, breach the Code by encouraging 
under-age drinking or having a strong or evident appeal to children or 
adolescents. 

Does the product name fall within the exception contained in Part 2.2? 

37. As stated, the ABAC was extended on 1 November 2009 to cover product names and 
packaging. This extension was implemented by inserting a new Part 2 into the code. 
Part 2 in substance repeated the same standards that had applied to alcohol 
advertising since 1998, but the extension was subject to an exception.  

38. The exception is at Part 2.2 and provides that the standards apply to the naming and 
packaging of all alcohol beverages supplied in Australia with the exception of the 
name of any product or a trademark which the supplier can demonstrate, to the 
satisfaction of the Adjudication Panel, had been supplied for bona fide retail sale 
in the ordinary course of business in a State or Territory of Australia prior to 31 
October 2009.  

39. The proper scope and operation of Part 2.2 is critical to this Determination. While the 
Supplier makes a number of arguments in response to the complaint, a great deal 
turns on whether the Supplier’s ‘Duff’ named beer product, falls within the Part 2.2 
exception. 

40. The basis of the Supplier’s contention is that in or about November 1995, two 
Australian brewers, namely the South Australian Brewing Company and Lion Nathan 
Australia launched and promoted a beer within Australia under the name ‘Duff beer’. 
This product was not sanctioned or licensed by the owners of the intellectual property 
in The Simpsons, and the release of the product resulted in the intellectual property 
owners taking legal action to have the product removed from the market place. This 
legal action was successful and the reasons for this are stated in a Federal Court 
decision dated 17 May 1996.  

41. The Supplier, in both its initial response to the complaint and its additional submission 
following the Provisional Determination, argues that the actions of South Australian 
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Brewing and Lion Nathan in placing a Duff beer product on the market in late 1995 and 
early 1996 means that the current Duff beer product falls within Part 2.2.  

42. In its Provisional Determination, the Panel concluded that the Part 2.2 exception did 
not apply. In doing so, the Panel relied on a view that the previous use of the ‘Duff’ 
name by unrelated parties on an unrelated product did not amount to a bona fide retail 
sale within the meaning of that phrase in the Code. This was because the earlier use 
of the name was in breach of the intellectual property rights of the owners of The 
Simpsons and, as a result, was unlawful. The Panel also relied on the spirit and intent 
of Part 2.2 to conclude that it was not intended that the exception should apply in the 
current circumstances.  

43. The Supplier’s additional submission argues that the Panel’s view in the Provisional 
Determination was mistaken. It contends that “bona fide” in the context of Part 2.2 
qualifies the term “sale” and not the term “name”. Several court decisions on the 
operation of Australia’s trademark law are cited by the Supplier in support of its 
contention. In the Supplier’s view, the Panel would be embarking on fraught and 
misconceived examination to assess if laws had been broken in determining whether a 
product name had been used in a bona fide manner.  

44. The Supplier goes on to argue that the Panel’s reliance on the ‘spirit and intent’ of the 
Code in reinforcing the conclusion that the Part 2.2. exception should not apply was 
also flawed. This is because the Panel’s explanation of the intent of the exception is 
argued to not be supported by the language of Part 2.2 itself and, secondly, if the 
exception is triggered then “questions regarding the spirit and intent of the Code 
cannot arise”. 

45. The Panel has looked afresh at Part 2.2. and its application to the circumstances of the 
current complaint. Careful consideration has been given to the detailed arguments 
made by the Supplier in its additional submission, as well as its original response to 
the complaint. The complainant’s submissions have also been reviewed. 

46. The Panel accepts the Supplier’s additional submission on the proper understanding of 
“bona fide retail sale” within Part 2.2. While the earlier sale of a ‘Duff’ named beer 
product was in breach of the intellectual property rights of the owners of The Simpsons 
and this made its use unlawful, upon reconsideration the Panel believes this fact does 
not mean the South Australian Brewing/Lion Nathan Duff named product was not on 
bona fide or genuine retail sale. 

47. The Panel, however, does not accept that the spirit and intent of the Code plays no 
part in understanding the proper scope of Part 2.2. The Panel has from its earliest 
decisions stated that it is mindful of the spirit and intent of the Code and the ABAC 
Scheme in undertaking its task, and the Code Preamble commits the sponsors and 
signatories to the Scheme to comply with the spirit and intent of the Code. There is no 
convincing reason as to why the understanding of Part 2.2 of the Code should be 
excised from the other Code provisions in this regard. 

48. The critical issue is how the phrase “name of any product” is to be understood within 
the meaning of Part 2.2. The Supplier’s contention is that the use of the name ‘Duff’ on 
an unrelated beer product by unrelated parties is sufficient to enable the Supplier to 
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now market its product of the same name, consistent with the scope of the Part 2.2 
exception. It supports this argument by advancing: 

(a) Alcohol products can move in and out of sale for periods (e.g. seasonal or 
nostalgic offerings) and hence a product need not be continuously in the 
market after 31 October 2009, provided it was at some point on bona fide 
retail sale prior to that date; and 

(b) “it is common for different entities to be involved in retail sale of such 
products at different times”. 

49. It goes on to state that the Panel cannot be expected to know the details of such 
market offerings or the relationships between various alcohol market participants. It is 
clear that the Panel is limited in its capacity to make independent reviews of 
commercial relationships, but it does not have to. Part 2.2 states expressly that the 
onus is on the Supplier to make the case for the application of the exception. In other 
words, it is the Supplier’s responsibility to satisfy the Panel that the circumstances give 
rise to the exception application.  

50. The Panel believes that the name of any product cannot be separated from the 
underlying product itself within a proper understanding of Part 2.2. In other words a 
“name” is not a free standing thing which is on bona fide retail sale in the ordinary 
course of business, but rather, a product with a name might be on retail sale. The 
exception is applying to a product on retail sale prior to 31 October 2009. The 
product’s name is then given the protection provided through the exception in Part 2.2. 

51. The Supplier does not submit that there is a relationship between its new product and 
the former product marketed by South Australian Brewing/ Lion Nathan which used the 
‘Duff’ name (i.e. it is not claimed that the Supplier’s beer is the same physical 
beverage or that some legal outcome was achieved whereby the South Australian 
Brewing/ Lion Nathan product was adopted or acquired by the Supplier). The only 
connection between the two products is the use of the ‘Duff’ name, which the 
Supplier’s business associate, the owners of The Simpsons, went to court to stop 
South Australian Brewing/ Lion Nathan from using. 

52. The Supplier’s additional submission drew attention to another Duff named alcohol 
product, which apparently came onto the Australian market briefly in 2012. If the 
Supplier’s argument was accepted, which separates the name from an underlying 
product, then this unauthorised ‘Duff’ named product would also fall within the Part 2.2 
exception because of the use of the ‘Duff’ name by South Australian Brewing/Lion 
Nathan in 1995/1996.  

53. The Panel believes that such outcomes are inconsistent with the intent of Part 2.2 
which is to provide an exception to the application of the ABAC standards for alcohol 
beverage products currently on sale in Australia if that same product was on bona fide 
sale prior to 31 October 2009. The exception is not intended to apply to a new product 
by reason only that an unrelated product had adopted the same name prior to 31 
October 2009.  

54. Accordingly the Panel has not been satisfied that the Supplier’s product (as opposed 
to a different product bearing the same name) had been supplied for bona fide retail 
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sale in the ordinary course of business prior to 31 October 2009. As a result, the Part 
2.2 exception does not apply.  

Does the product name and packaging have strong or evident appeal to children or 
adolescents? 

55. The complainants’ contentions might be paraphrased as follows: 

(a) The Simpsons series is well known and very popular with children and 
adolescents. 

(b) Duff beer has been repeatedly depicted within The Simpsons and 
promoted by the cartoon and its characters.  

(c) The Duff beer name and packaging now released on the Australian 
market is officially licensed by Twentieth Century Fox and is identical in 
appearance to the portrayal of Duff within The Simpsons.  

(d) As a result the product name and packaging will have strong and evident 
appeal to children and adolescents because of its association with The 
Simpsons.  

(e) This is supported by both the Federal Court decision and the evidence 
before the Court from Mr Groening, the creator of The Simpsons, that an 
actual beer named Duff “might encourage children to drink alcohol”. 

56. The Supplier’s argument in its initial and additional submissions in response might be 
summarised as follows: 

(a) The use of the ‘Duff’ name is entitled to the benefit of the Part 2.2 
exception, and hence cannot be found in breach of the Code. 

(b) Accordingly, to breach the Code there must be elements beyond the 
product name in the packaging which could be said to have strong or 
evident appeal to children or adolescents.  

(c) Advertisements which display the product packaging have been 
subjected to pre-vetting and the approvals granted have not identified any 
actual or potential breach of the Code, including in relation to strong or 
evident appeal to children or adolescents.  

(d) While pre-vetting approval is not binding, those involved in pre-vetting are 
experts and the pre-vetting occurred without the ‘clutter’ of extraneous 
material and was based solely on an assessment of the advertising 
featuring the name and packaging. The Panel should regard this as highly 
persuasive. 

(e) Strict controls are in place in relation to the marketing of the product, 
which is limited to inside licensed outlets.  
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(f) If the ‘Duff’ name cannot be a breach of the Code (due to the Part 2.2 
exception), then the marketing controls taken mean that it cannot 
reasonably be suggested that elements of the packaging, such as the use 
of colour or small print on the packaging (which does recognise The 
Simpsons intellectual property ownership) would have strong or evident 
appeal to children or adolescents.  

57. The Supplier’s initial response to the complaint addresses issues going to the 
associated advertising which has also been taken into account by the Panel in 
considering this determination. These points include: 

(a) No Simpsons television series references or Simpsons characters are 
used.  

(b) There is no depiction of alcohol use involved in the product packaging or 
its advertising.  

58. The Supplier’s additional submission to the Provisional Determination also makes 
another point as to why the Panel should be wary of finding the product material in 
breach of the Code. It is stated that unauthorised Duff beer products are marketed 
around the world, including a product placed on the Australian market briefly in 2012. 
The Supplier goes on to argue that if its product name and packaging were found 
inconsistent with the Code, there is “an appreciable risk that unauthorised products 
marketed with no reference to the Code would fill the vacuum”. 

59. Taken as a whole, the Supplier’s arguments raise three issues to be addressed, 
namely: 

(a) The argument that breaching the Supplier’s product naming and 
packaging could see less principled alcohol marketers “fill the vacuum”; 

(b) The argument, that the Panel should be particularly influenced by the pre-
vetting approval given to the associated advertising featuring the product 
name and packaging; 

(c) The rebuttal of the complainant’s contentions based on the appeal of The 
Simpsons, and the portrayal of Duff beer within The Simpsons, to children 
and adolescents.  

‘Filling the vacuum’ 

60. The Supplier is one of Australia’s major alcohol retailers and markets a range of 
products for which it has produced for its outlets. While Woolworths has only recently 
joined the ABAC Scheme as a signatory, it has interacted with the Scheme, and 
particularly Panel processes, for many years. During this time, it has always 
cooperated with the Panel and accepted Panel determinations, even when not 
contractually bound to do so. The Panel accepts that the Supplier is committed to the 
standards of good alcohol beverage marketing contained in the ABAC. 

61. The Panel has accordingly given thought to the argument that if the Supplier’s ‘Duff’ 
named beer product is found in breach of the Code, then other suppliers may choose 
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to market unauthorised ‘Duff’ named products and do so in a manner which does not 
respect Code standards.  

62. The Panel, however, must reject this as an argument to dismiss the complaint against 
the Supplier’s product name and packaging. The Panel applies the standards 
contained in the Code to the best of its ability and based on its assessment of the 
merits on a case by case basis. It would be patently unacceptable to decide a 
complaint not on assessment of the merits of the arguments advanced and the Panel’s 
own view of the consistency of an advertisement or product material with the Code 
standards because of a concern of what unrelated third parties may or may not do in 
the future. 

The effect of pre-vetting 

63. The Supplier obtained pre-vetting approval for advertising which features the product 
name and packaging. It argues that the Panel should be particularly mindful of this 
approval. 

64. As recognised by the Supplier, pre-vetting approval does not bind the Panel. While as 
a matter of statistics it is clear that an advertisement or product material that has 
obtained pre-vetting approval has a strong likelihood of not subsequently being found 
in breach of a Code standard by the Panel, this is not a guaranteed outcome. 
Inevitably, there are examples of marketing material where reasonable minds can 
disagree on whether the material is on the right or wrong side of a standard. 

65. In the current case, it must be stressed that the Supplier did not seek pre-vetting 
approval of the product name or packaging. As a result, the pre-vetting occurred on 
the basis that the product name and packaging was a given and, hence, the question 
was how this product material would be incorporated into adverting executions in a 
manner consistent with Code requirements. In other words, the pre-vetter was not 
asked the question that the Panel has been posed via the complaint.  

66. Even though pre-vetting approval was given to the associated advertising, it is 
apparent that the principal concern dealt with through the pre-vetting process was the 
potential of the advertising to not meet the standards regarding strong or evident 
appeal to children or adolescents. This concern was centered on the relationship of 
The Simpsons television series and the appeal of the series to children and 
adolescents, with the marketing of the product under the ‘Duff’ name.  

Strong or evident appeal to children or adolescents 

67. It is reasonable to say that if there was no Simpsons association, then simply having 
an alcohol product named ‘Duff’, and the packaging, colour scheme and layout used 
could not of itself be said to have strong or evident appeal to underage persons. 
Without The Simpsons connection, it would simply be another beer in a red can which 
is no more or less appealing than any other product. But of course the product name 
and packaging is entirely associated with The Simpsons.  

68. The close association of product name and packaging with The Simpsons was the 
entire basis of Justice Tamberlin’s decision in Twentieth Century Fox Film Corporation 
and Matt Groening Productions Inc v. The South Australian Brewing Co Ltd and Lion 
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Nathan Australia Pty Ltd [1996] FCA 1484. His Honour’s reasoning makes it clear that 
the two breweries involved released the unlawfully branded Duff beer in order to 
achieve and exploit the strong association between the name ‘Duff’ and The 
Simpsons. The best part of 20 years has passed since his Honour’s decision, and in 
that time The Simpsons has been continuously broadcast within Australia. The close 
association between The Simpsons and Duff beer could not be said to have 
diminished in the intervening period. 

69. The issue then turns on whether the close association of the product name and 
packaging with The Simpsons television series means that Part 2(a)(ii) and (b) have 
been breached. In making this assessment, the Panel is to have regard to the 
probable impact of the product name and packaging upon a reasonable person within 
the class of persons to whom the product material is directed and other persons to 
whom the product material may be communicated, takings its content as a whole.  

70. The Panel has previously considered both Part 2(a)(ii) and (b) and equivalent 
provisions in Part 1 of the Code. On these previous occasions, the Panel has had 
regard to matters including: 

(a) The intention of the Supplier as to its target audience is not material, 
rather it is the probable impact of the product material which is important.  

(b) Product material might have consequential or residual appeal to children 
or adolescents and not breach the Code.  

(c) What is not permitted is product material which has strong or evident 
appeal to children or adolescents.  

(d) Assessment of consistency is a case by case exercise in which imagery, 
use of characters and context is important in deciding the overall or 
probable impact of the product material. 

71. The Simpsons is an animated program which means it uses a technique commonly 
seen in children’s programming. But not all animation is directed towards children by 
any means and various animated programs, such as Japanese anime and other 
American television shows such as ‘Family Guy’ and ‘American Dad’, are clearly adult 
in nature. Accordingly, it is misleading to conclude that The Simpsons is a ‘cartoon’ 
and hence targeted at children.  

72. The story lines in The Simpsons appeal to a wide demographic, including but not 
limited to children or adolescents. But there can be little doubt that the series does 
have a very real appeal to under 18 year olds.  

73. The Supplier contends that while The Simpsons and the Duff beer product are strongly 
associated, it does not automatically follow that the actual Duff beer product name and 
packaging will have strong or evident appeal to children or adolescents. This may be 
so, but it was not the view of the creator of The Simpsons, Mr Groening, in 1996 when 
he provided evidence to the Federal Court to the effect: 

(a) Duff beer would be readily identifiable with the characters within the 
program. 
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(b) He had considered licensing a beer called ‘Duff’, but decided not to give 
permission due “to his concern that it might encourage children to drink 
alcohol”. 

74. As a general proposition, the Panel has assessed complaints against an 
advertisement or product material without reference to implications drawn from outside 
the content of the advertising or material. This is because the Panel is not a research 
body and generally claims are highly contested as to the nature of the inferences 
which can be drawn. 

75. The current case, however, is different due to long term and arguably cultural level 
influence The Simpsons has had on Australian society. Clearly, the program does 
have strong appeal to children and adolescents, and this appeal will mean that the 
‘Duff’ name and its Simpsons replica packaging, will bring the product to the immediate 
and close attention of under 18 year olds who have grown up with the program. While 
the Supplier might seek to market the product in a way without reference to any 
characters from The Simpsons, the ubiquitous nature of the program and its 
characters means that these measures, however well intended, cannot alter the fact 
that the name ‘Duff’ and the packaging does have strong or evident appeal to children 
or adolescents in breach of Part 2, sections (a)(iii) and (b) of the Code. 

76. Accordingly the complaint in relation to the product name and packaging of the 
Supplier’s Duff Beer product is upheld. 
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Attachment C 
 
	  
	  
	  
	  
	  
	  
	  
	  
	  
	  
1	  August	  2014	  
	  
	  
Professor	  the	  Honourable	  Michael	  Lavarch	  
Chief	  Adjudicator	  
ABAC	  Adjudication	  Panel	  
PO	  Box	  519	  
Stirling	  	  	  SA	  	  	  5152	  
	  
Via	  email:	  info@abac.org.au	  
	  
	  
Dear	  Professor	  Lavarch	  
	  
PROVISIONAL	  DETERMINATION	  37/14	  -‐	  DUFF	  BEER	  
	  
We	  refer	  to	  your	  letter	  of	  17	  July	  2014	  advising	  us	  of	  Provisional	  Determination	  37/14	  made	  by	  the	  
ABAC	  Adjudication	  Panel	  upholding	  aspects	  of	  a	  complaint	  regarding	  the	  product	  name	  and	  packaging	  of	  
Duff	  Beer.	  
	  
We	  seek	  a	  rehearing	  of	  the	  Provisional	  Determination,	  and	  in	  this	  letter	  provide	  our	  formal	  written	  
response	  and	  further	  submissions.	  
	  
We	  understand	  that	  the	  aspect	  of	  the	  complaint	  that	  addresses	  advertisements	  for	  the	  product	  will	  be	  
considered	  by	  the	  Panel	  after	  it	  issues	  its	  final	  determination	  in	  relation	  to	  the	  name	  and	  packaging	  of	  
the	  product.	  
	  
In	  this	  letter	  we	  respond	  to	  the	  Provisional	  Determination	  and	  provide	  further	  submissions	  covering	  the	  
following	  matters:	  a	  summary	  of	  our	  submissions;	  the	  applicable	  provisions	  of	  the	  ABAC	  Code;	  the	  
potential	  impact	  of	  the	  final	  determination	  to	  be	  made	  by	  the	  Panel;	  the	  Part	  2.2	  exception;	  and	  the	  Part	  
2.1	  provisions	  relating	  to	  children	  and	  adolescents.	  
	  
We	  also	  rely	  on	  the	  submissions	  in	  our	  letter	  of	  27	  June	  2014,	  and	  ask	  the	  Panel	  to	  consider	  them	  in	  its	  
reconsideration	  of	  the	  issues.	  
	  
Summary	  of	  submissions	  
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1. WLG,	  a	  Code	  signatory,	  has	  mature,	  balanced	  and	  responsible	  measures	  in	  place,	  both	  generally	  

and	  specifically	  in	  relation	  to	  marketing	  Duff	  Beer	  products,	  to	  ensure	  that	  there	  is	  no	  
encouragement	  of	  under-‐age	  drinking,	  no	  appeal	  to	  children	  or	  adolescents	  and	  no	  breach	  of	  
the	  Code.	  

	  
2.	   No	  such	  restrictions	  apply	  to	  vendors	  of	  unauthorised	  versions	  of	  Duff	  Beer	  who	  are	  not	  likely	  to	  be	  

Code	  signatories	  and	  who	  may	  fill	  the	  vacuum	  if	  the	  complaint	  is	  upheld	  regarding	  genuine	  products	  
sold	  responsibly	  by	  WLG.	  	  

	  
3.	   As	  an	  adverse	  determination	  in	  relation	  to	  the	  Duff	  Beer	  name	  has	  such	  serious	  implications:	  
	  

(i)	   the	  Panel	  must	  be	  careful	  to	  apply	  the	  relevant	  Code	  provisions	  correctly;	  and	  
	  
(ii)	   in	  particular,	  the	  Panel	  must	  apply	  the	  provisions	  of	  Part	  2.2	  as	  they	  are	  unambiguously	  

expressed	  rather	  than	  according	  to	  its	  belief	  as	  to	  what	  may	  have	  been	  intended.	  
	  
4.	   The	  Part	  2.2	  Code	  exception	  applies	  as	  there	  were	  bona	  fide	  retail	  sales	  of	  Duff	  Beer	  in	  the	  ordinary	  

course	  of	  business	  in	  Australia	  prior	  to	  31	  October	  2009.	  
	  
5.	   The	  bona	  fide	  retail	  sales	  referenced	  in	  Part	  2.2	  do	  not	  relate	  to	  authorised	  use	  of	  a	  name,	  but	  to	  

real	  or	  genuine	  commercial	  sales,	  as	  opposed	  to	  token	  or	  promotional	  sales.	  
	  
6.	   Concepts	  regarding	  the	  'spirit	  and	  intent'	  of	  the	  Code	  and	  'grandfathering'	  do	  not	  affect	  the	  

unambiguous	  meaning	  of	  Part	  2.2,	  and	  should	  not	  be	  taken	  into	  consideration	  by	  the	  Panel.	  
	  
7.	   The	  Duff	  Beer	  advertisements	  incorporated	  prominent	  images	  of	  the	  Duff	  Beer	  product	  and	  name	  

and	  were	  approved	  by	  pre-‐vetting	  experts	  who	  did	  not	  suggest	  that	  they	  breached	  the	  Code,	  
including	  by	  encouraging	  under-‐age	  drinking	  or	  having	  a	  strong	  or	  evident	  appeal	  to	  children	  or	  
adolescents.	  	  It	  follows	  that	  the	  Duff	  Beer	  name,	  packaging	  and	  advertisements	  do	  not	  breach	  the	  
Code.	  

	  
8.	   In	  any	  event,	  as	  the	  use	  of	  the	  Duff	  Beer	  name	  is	  permitted	  by	  Part	  2.2,	  no	  other	  aspects	  of	  the	  

packaging	  or	  advertisements,	  including	  small	  print,	  taken	  individually	  or	  together,	  breach	  the	  Code	  
by	  encouraging	  under-‐age	  drinking	  or	  having	  a	  strong	  or	  evident	  appeal	  to	  children	  or	  adolescents.	  

	  
Applicable	  Code	  provisions	  
	  
As	  set	  out	  at	  paragraph	  28	  of	  the	  Provisional	  Determination,	  although	  a	  new	  code	  named	  the	  ‘ABAC	  
Responsible	  Alcohol	  Marketing	  Code’	  commenced	  on	  1	  July	  2014,	  it	  is	  the	  provisions	  of	  the	  former	  
Alcohol	  Beverage	  Advertising	  (and	  Packaging)	  Code	  (Code)	  which	  are	  applicable.	  	  This	  reflects	  the	  fact	  
that	  the	  complaint	  was	  received	  on	  10	  June	  2014,	  and	  complaints	  received	  prior	  to	  1	  July	  2014	  are	  to	  be	  
decided	  under	  the	  Code.	  
	  
As	  set	  out	  at	  paragraph	  17	  of	  the	  Provisional	  Determination,	  the	  aspect	  of	  the	  complaint	  addressed	  by	  
the	  Panel	  in	  the	  Provisional	  Determination	  is	  that	  the	  product	  through	  its	  name	  and	  packaging	  is	  said	  to	  
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have	  strong	  or	  evident	  appeal	  to	  children	  or	  adolescents	  by	  reason	  of	  its	  creation	  by,	  depiction	  in	  and	  
therefore	  association	  with	  “The	  Simpsons”	  television	  series.	  
	  
The	  Provisional	  Determination	  deals	  solely	  with	  Part	  2	  of	  the	  Code,	  and	  we	  limit	  our	  response	  and	  
further	  submissions	  accordingly.	  	  	  
	  
The	  relevant	  provisions	  of	  the	  Code	  are	  as	  follows:	  
	  

Part	  2	  –	  Standards	  to	  be	  applied	  to	  the	  naming	  and	  packaging	  of	  alcohol	  beverages	  
	  
1.	  The	  naming	  or	  packaging	  of	  alcohol	  beverages	  (which	  is	  also	  referred	  to	  within	  these	  
standards	  as	  “product	  material”)	  must:	  
	  

a)	  present	  a	  mature,	  balanced	  and	  responsible	  approach	  to	  the	  consumption	  of	  alcohol	  
beverages	  and,	  accordingly	  –	  ...	  

ii)	  must	  not	  encourage	  under-‐age	  drinking;	  ...	  
	  

b)	  not	  have	  a	  strong	  or	  evident	  appeal	  to	  children	  or	  adolescents	  and,	  accordingly	  –	  
i)	  adults	  appearing	  in	  product	  material	  must	  be	  over	  25	  years	  of	  age	  and	  be	  
clearly	  depicted	  as	  adults;	  
ii)	  children	  and	  adolescents	  may	  only	  appear	  in	  product	  material	  in	  natural	  
situations	  (e.g.	  family	  barbecue,	  licensed	  family	  restaurant)	  and	  where	  there	  is	  
no	  implication	  that	  the	  depicted	  children	  and	  adolescents	  will	  consume	  or	  serve	  
alcohol	  beverages;	  and	  
iii)	  adults	  under	  the	  age	  of	  25	  years	  may	  only	  appear	  as	  part	  of	  a	  natural	  crowd	  
or	  background	  scene	  ...	  
	  

2.	  These	  standards,	  (Part	  2	  (1)	  (a)-‐(g)),	  apply	  to	  the	  naming	  and	  packaging	  of	  all	  alcohol	  
beverages	  supplied	  in	  Australia,	  with	  the	  exception	  of	  the	  name	  of	  any	  product	  or	  a	  trademark	  
which	  the	  supplier	  can	  demonstrate,	  to	  the	  satisfaction	  of	  the	  Adjudication	  Panel,	  had	  been	  
supplied	  for	  bona	  fide	  retail	  sale	  in	  the	  ordinary	  course	  of	  business	  in	  a	  State	  or	  Territory	  of	  
Australia	  prior	  to	  31	  October	  2009.	  

	  
Potential	  impact	  of	  final	  determination	  
	  
In	  his	  December	  2010	  Report	  on	  the	  implementation	  of	  the	  Ministerial	  Council	  on	  Drug	  Strategy's	  five	  
dot	  points	  on	  alcohol	  advertising,	  Stephen	  Strachan,	  Chairman	  of	  The	  ABAC	  Scheme	  Ltd,	  referred	  to	  
industry	  discussions	  on	  naming	  and	  packaging	  and	  stated	  that:	  
	  

there	  is	  a	  world	  of	  difference	  in	  asking	  a	  CEO	  of	  a	  company	  to	  change	  an	  advertisement	  for	  a	  
product	  than	  to	  change	  the	  product	  itself.	  	  	  

	  
This	  is	  an	  acknowledgment	  of	  the	  potentially	  serious	  commercial	  impact	  of	  ABAC	  Panel	  determinations	  
which	  relate	  to	  products	  as	  opposed	  to	  advertisements.	  	  It	  also	  underlines	  the	  importance	  of	  there	  being	  
a	  thorough	  and	  careful	  reconsideration	  of	  the	  facts	  in	  this	  case,	  and	  particularly	  of	  the	  meaning	  of	  the	  
relevant	  provisions	  of	  the	  Code	  and	  how	  they	  are	  applied	  before	  the	  final	  determination	  is	  made,	  the	  
very	  name	  of	  a	  genuine	  and	  valuable	  product	  being	  in	  jeopardy.	  
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There	  is	  a	  further	  potential	  impact	  that	  is	  relevant	  in	  this	  case.	  	  Unauthorised	  DUFF	  BEER	  products	  are	  
marketed	  around	  the	  world,	  including	  in	  Australia.	  	  For	  instance,	  in	  2012,	  a	  company	  in	  Western	  
Australia	  imported	  and	  sold	  significant	  quantities	  of	  unauthorised	  DUFF	  branded	  beer	  products	  across	  
Australia,	  as	  reported	  at:	  

• https://au.news.yahoo.com/a/14047377/doh-‐duff-‐deal-‐costs-‐2m/	  

In	  our	  previous	  submission	  we	  provided	  details	  as	  to	  the	  mature,	  balanced	  and	  responsible	  measures	  we	  
have	  taken	  in	  the	  marketing	  of	  Duff	  Beer	  products,	  as	  a	  signatory	  to	  the	  Code.	  	  This	  does	  not	  appear	  to	  
have	  been	  questioned	  by	  the	  Panel.	  
	  
If,	  despite	  the	  applicability	  of	  the	  Part	  2.2	  exception,	  the	  Panel	  upholds	  the	  complaint	  regarding	  the	  
name	  of	  the	  authorised	  Duff	  Beer	  product	  that	  is	  sold	  responsibly	  by	  our	  company,	  there	  is	  an	  
appreciable	  risk	  that	  unauthorised	  products,	  marketed	  with	  no	  reference	  to	  the	  Code,	  would	  fill	  the	  
vacuum.	  	  This	  would	  be	  a	  strange	  result,	  certainly	  contrary	  to	  the	  policy	  of	  the	  Code.	  
	  
Part	  2.2	  exception	  
	  
We	  have	  submitted	  and	  now	  resubmit	  that	  the	  Part	  2.2	  exception	  applies,	  based	  on	  the	  supply	  for	  bona	  
fide	  retail	  sale	  of	  Duff	  Beer	  in	  the	  ordinary	  course	  of	  business	  in	  a	  State	  or	  Territory	  of	  Australia	  prior	  to	  
31	  October	  2009.	  	  In	  its	  Provisional	  Determination,	  the	  Panel	  did	  not	  accept	  this	  submission	  for	  two	  
reasons,	  summarised	  at	  paragraph	  26(a):	  
	  

• the	  prior	  use	  of	  the	  name	  'Duff'	  by	  unrelated	  parties	  was	  not	  bona	  fide	  as	  it	  was	  in	  breach	  of	  
Australia's	  intellectual	  property	  law	  and	  hence	  unlawful;	  and	  

• the	  spirit	  and	  intent	  of	  Part	  2.2	  of	  the	  Code	  was	  not	  to	  extend	  the	  protection	  of	  the	  
grandfathering	  provisions	  to	  current	  circumstances.	  	  	  

	  
Bona	  fide	  retail	  sale	  
	  
The	  Panel	  accepts	  that	  the	  'Duff'	  name	  was	  used	  on	  an	  alcohol	  beverage	  which	  was	  available	  for	  sale	  in	  
Australia	  prior	  to	  31	  October	  2009	  (paragraph	  36	  of	  the	  Provisional	  Determination),	  but	  does	  not	  
consider	  that	  the	  product	  was	  supplied	  for	  'bona	  fide'	  retail	  sale.	  
	  
The	  Panel	  interprets	  the	  words	  'bona	  fide'	  as	  requiring	  lawful	  use	  of	  the	  relevant	  product	  name,	  without	  
breaching	  intellectual	  property	  rights	  (paragraph	  37	  of	  the	  Provisional	  Determination).	  	  We	  submit	  that	  
this	  is	  not	  the	  meaning	  of	  'bona	  fide'	  for	  the	  purposes	  of	  Part	  2.2.	  
	  
It	  should	  be	  noted	  that	  a	  stylised	  form	  of	  DUFF	  is	  registered	  as	  a	  trade	  mark	  in	  Australia,	  number	  
1293382,	  in	  class	  32	  for	  goods	  including	  beer	  and	  lager.	  	  This	  mark	  has	  been	  registered	  since	  7	  April	  
2009	  (ie	  before	  31	  October	  2009)	  in	  the	  name	  of	  Twentieth	  Century	  Fox	  Film	  Corporation.	  	  	  It	  was	  not	  
registered	  at	  the	  time	  of	  the	  prior	  use	  of	  the	  name	  'Duff'	  by	  unrelated	  parties.	  
	  
Part	  2.2	  relevantly	  provides	  that	  the	  Part	  2.1	  standards	  apply	  to	  the	  naming	  and	  packaging	  of	  all	  alcohol	  
beverages	  supplied	  in	  Australia	  with	  the	  exception	  of	  the	  name	  of	  any	  product	  ...	  which	  had	  been	  
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supplied	  for	  bona	  fide	  retail	  sale	  in	  the	  ordinary	  course	  of	  business	  in	  ...	  Australia	  prior	  to	  31	  October	  
2009.	  	  The	  Part	  2.2	  exception	  does	  not	  extend	  to	  packaging.	  	  
	  
'Bona	  fide'	  is	  the	  Latin	  term	  for	  'good	  faith'.	  	  In	  Part	  2.2,	  'bona	  fide'	  qualifies	  the	  noun	  'sale'.	  	  It	  does	  not	  
qualify	  the	  noun	  'name'.	  	  It	  follows	  that	  for	  the	  Part	  2.2	  exception	  to	  apply	  it	  is	  the	  retail	  sale	  in	  the	  
ordinary	  course	  of	  business	  that	  must	  be	  in	  good	  faith.	  	  There	  is	  no	  requirement	  that	  the	  use	  of	  the	  
name	  of	  the	  product	  be	  in	  good	  faith.	  	  The	  retail	  sales	  must	  have	  been	  real	  or	  genuine	  in	  a	  commercial	  
sense,	  as	  opposed	  to	  merely	  token	  or	  promotional	  sales.	  	  Questions	  as	  to	  who,	  if	  anyone,	  owned	  or	  was	  
entitled	  to	  use	  the	  name	  or	  any	  trade	  marks	  appearing	  on	  the	  product,	  or	  whether	  there	  was	  conduct	  
concerning	  them	  that	  may	  have	  been	  deceptive,	  do	  not	  arise.	  
	  
This	  means	  that	  the	  straightforward	  question	  for	  the	  Panel	  to	  consider	  is	  whether	  the	  product	  was	  
supplied	  for	  real	  or	  genuine	  retail	  sale	  in	  a	  commercial	  sense	  in	  the	  ordinary	  course	  of	  business	  in	  
Australia	  prior	  to	  31	  October	  2009.	  
	  
This	  common	  sense	  and	  natural	  interpretation	  of	  the	  words	  of	  Part	  2.2	  is	  strongly	  supported	  by	  Court	  
decisions	  regarding	  the	  use	  of	  trade	  marks	  in	  good	  faith	  in	  a	  similar	  context.	  	  Examples	  include:	  	  	  
	  

• Woolly	  Bull	  Enterprises	  Pty	  Ltd	  v	  Reynolds	  [2001]	  FCA	  261	  in	  which	  Drummond	  J	  observed	  that	  
the	  expression	  "use	  in	  good	  faith"	  has	  a	  well	  understood	  meaning	  in	  terms	  of	  s	  92	  of	  the	  Trade	  
Marks	  Act	  1995	  (Cth),	  namely	  "real"	  as	  opposed	  to	  token	  use	  in	  a	  commercial	  sense	  

• Electrolux	  Ltd	  v	  Electrix	  Ltd	  &	  Anor	  (1953)	  70	  RPC	  127	  in	  which	  Lloyd-‐Jacob	  J	  rejected	  a	  
submission	  that	  the	  use	  in	  question	  could	  not	  be	  bona	  fide	  if	  commenced	  with	  knowledge	  that	  
the	  product	  "Electrix"	  was	  in	  the	  market	  and	  that	  there	  may	  be	  deception.	  	  On	  appeal	  Lord	  
Evershed	  MR	  (1954)	  71	  RPC	  23	  said	  at	  [36]:	  	  

[T]he	  use	  here	  shown	  does	  not	  seem	  to	  me	  in	  any	  real	  sense	  capable	  of	  being	  described	  
as	  a	  pretended	  use.	  There	  is...no	  evidence	  which	  would	  justify	  the	  conclusion	  that	  the	  use	  
was	  merely	  spasmodic	  or	  temporary.	  Commercially	  speaking,	  it	  is	  not	  shown	  that	  the	  use	  
made	  by	  the	  Plaintiffs	  of	  this	  mark	  was	  not	  an	  ordinary	  and	  genuine	  use,	  and	  it	  certainly	  
was	  substantial.	  If	  that	  is	  so,	  then	  it	  seems	  to	  me	  that	  the	  use	  is	  not	  disqualified...	  
	  

• Johnson	  &	  Johnson	  Australia	  Pty	  Ltd	  v	  Stirling	  Pharmaceuticals	  Pty	  Ltd	  (1991)	  30	  FCR	  326	  in	  
which	  Gummow	  J	  considered	  the	  meaning	  of	  the	  expression	  "use	  in	  good	  faith"	  as	  a	  criterion	  for	  
infringement	  pointing	  out	  that:	  	  

There	  is,	  in	  relation	  to	  the	  comparable	  provisions	  in	  the	  British	  Act	  of	  1938,	  authority	  to	  
the	  effect	  that	  in	  order	  to	  qualify	  as	  such	  use	  there	  must	  be	  a	  real	  or	  genuine	  use	  in	  a	  
commercial	  sense,	  rather	  than	  colourable	  activity	  and	  "token"	  use	  designed	  to	  lead	  trade	  
rivals	  to	  think	  that	  the	  registered	  proprietor	  was	  using	  its	  mark	  in	  a	  way	  which	  gave	  it	  
the	  protection	  of	  the	  legislation.	  

	  
These	  examples	  were	  cited	  by	  the	  Full	  Federal	  Court	  in	  Liquideng	  Farm	  Supplies	  Pty	  Ltd	  v	  Liquid	  
Engineering	  2003	  Pty	  Ltd	  (2009)	  175	  FCR	  26	  in	  which	  the	  Court	  rejected	  a	  broad	  approach	  to	  the	  
meaning	  of	  good	  faith	  in	  the	  context	  of	  section	  92	  of	  the	  Trade	  Marks	  Act	  1995	  (Cth).	  	  The	  focus	  is	  on	  
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whether	  the	  sales	  were	  genuine	  commercial	  sales,	  not	  on	  broader	  issues	  such	  as	  the	  motivation	  for	  or	  
effect	  of	  the	  vendor's	  conduct.	  	  
	  
Indeed,	  to	  interpret	  'bona	  fide	  retail	  sale'	  as,	  in	  effect,	  a	  sale	  which	  did	  not	  breach	  any	  law,	  would	  
require	  a	  consideration	  of	  every	  aspect	  of	  any	  prior	  sale	  to	  determine	  whether	  it	  breached	  any	  law,	  be	  it	  
a	  law	  relating	  to	  misleading	  conduct	  or	  a	  law	  relating	  to	  compliance	  with	  food	  standards	  or	  a	  law	  
relating	  to	  packaging.	  	  That	  is	  an	  interpretation	  of	  'bona	  fide'	  which	  is	  both	  contrary	  to	  its	  ordinary	  
meaning	  and	  to	  any	  'spirit	  and	  intent'	  of	  the	  Code.	  
	  
The	  difficulty	  such	  an	  approach	  creates	  for	  the	  Panel	  and	  its	  determinations	  in	  relation	  to	  Part	  2.2	  is	  well	  
illustrated	  by	  its	  consideration	  of	  the	  1996	  Federal	  Court	  decision	  regarding	  Duff	  Beer.	  	  In	  paragraph	  35	  
of	  the	  Provisional	  Determination,	  the	  Panel	  makes	  the	  statement	  that:	  
	  

A	  'trade	  mark'	  has	  a	  particular	  meaning	  under	  the	  Trade	  Marks	  Act	  1995	  and	  cannot	  be	  relied	  
upon	  in	  the	  current	  argument.	  	  This	  is	  because	  	  it	  is	  clear	  from	  the	  Federal	  Court	  decision	  that	  the	  
name	  'Duff'	  fell	  within	  the	  intellectual	  property	  of	  the	  owners	  of	  The	  Simpsons	  and	  hence	  the	  
unsanctioned	  use	  of	  the	  name	  could	  not	  constitute	  a	  trade	  mark.	  
	  

It	  is	  not	  clear	  what	  the	  Panel	  means	  when	  it	  says	  that	  the	  unsanctioned	  use	  of	  the	  name	  could	  not	  
constitute	  a	  trade	  mark.	  	  The	  statement	  does	  not	  accord	  with	  any	  established	  concept	  of	  trade	  mark	  or	  
other	  intellectual	  property	  law.	  	  For	  instance,	  it	  is	  a	  fundamental	  principle	  of	  registered	  trade	  mark	  law	  
that	  the	  relevant	  name	  or	  sign	  has	  to	  be	  used	  as	  a	  trade	  mark	  (even	  if	  the	  use	  is	  unsanctioned)	  before	  
there	  can	  be	  an	  infringement.	  	  The	  1996	  case	  did	  not	  in	  fact	  involve	  any	  issue	  pursuant	  to	  the	  Trade	  
Marks	  Act	  as	  there	  were	  no	  relevant	  registered	  trade	  marks	  at	  the	  time.	  	  That	  does	  not	  mean	  that	  there	  
was	  no	  use	  of	  a	  trade	  mark:	  the	  use	  of	  DUFF	  BEER	  by	  the	  respondents	  was	  clearly	  trade	  mark	  use.	  
	  
The	  decision	  that	  is	  referred	  to	  was	  handed	  down	  on	  17	  May	  1996.	  	  No	  remedy	  was	  granted	  at	  the	  time.	  	  
On	  19	  June	  1996,	  certain	  remedies	  were	  granted,	  including	  a	  particular	  form	  of	  injunction	  regarding	  a	  
particular	  form	  of	  Duff	  Beer	  can.	  	  There	  was	  consideration	  given	  to	  other	  possible	  forms	  of	  Duff	  Beer	  
cans,	  incorporating	  disclaimers.	  	  This	  raises	  the	  important	  possibility	  that	  as	  there	  was	  no	  registered	  
trade	  mark	  at	  the	  time,	  it	  may	  have	  been	  possible	  for	  an	  unauthorised	  Duff	  Beer	  can	  to	  be	  sold	  without	  
Court	  intervention.	  
	  
Further,	  the	  Panel	  does	  not	  know	  whether	  at	  a	  later	  time	  any	  payment	  was	  made	  by	  the	  respondents	  to	  
the	  applicant	  in	  the	  nature	  of	  a	  notional	  royalty	  or	  there	  was	  some	  other	  settlement	  of	  the	  dispute	  
which	  had	  the	  effect	  of	  authorising	  and	  sanctioning	  the	  past	  use	  retrospectively.	  	  It	  is	  not	  uncommon	  for	  
trade	  mark	  owners	  to	  adopt	  past	  sales	  of	  unauthorised	  products,	  including	  by	  the	  purchase	  of	  the	  
relevant	  goodwill	  and	  reputation.	  
	  
It	  follows	  that	  the	  Panel	  is	  quite	  simply	  not	  in	  a	  position	  to	  make	  a	  reliable	  call	  on	  the	  issue	  of	  whether	  
any	  given	  use	  of	  a	  name	  has	  been	  authorised,	  whether	  at	  the	  time	  or	  subsequently.	  	  This	  is	  so	  even	  
when	  there	  is	  a	  Federal	  Court	  case	  which	  is	  apparently	  on	  point.	  	  The	  Panel	  	  cannot	  be	  sure	  it	  has	  all	  the	  
relevant	  information	  and	  it	  is	  not	  in	  a	  position	  to	  make	  all	  necessary	  enquiries.	  	  The	  Supplier	  and	  the	  
complainant	  cannot	  be	  expected	  to	  have	  the	  relevant	  information.	  	  This	  is	  recognised	  in	  paragraph	  50	  of	  
the	  Provisional	  Determination:	  there	  is	  no	  basis	  to	  depart	  from	  the	  Panel's	  general	  approach	  in	  this	  case.	  
	  
Part	  2.2	  very	  sensibly	  and	  appropriately	  does	  not	  require	  the	  Panel	  to	  make	  any	  such	  call.	  
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We	  submit	  that	  the	  sales	  by	  South	  Australian	  Brewing	  Co	  Limited	  and	  Lion	  Nathan	  Australia	  Pty	  Ltd	  
referred	  to	  in	  our	  earlier	  letter	  were	  bona	  fide	  retail	  sales	  in	  the	  relevant	  sense.	  	  On	  that	  basis,	  the	  Part	  
2.2	  exception	  applies	  to	  the	  name	  Duff	  Beer.	  
	  
Spirit	  and	  intent	  of	  Part	  2.2	  and	  'grandfathering'	  
	  
In	  paragraph	  38	  of	  the	  Provisional	  Determination,	  the	  Panel	  refers	  to	  the	  Code	  Preamble	  stating	  that	  the	  
‘spirit	  and	  intent’	  of	  the	  Code	  is	  important.	  	  
	  
The	  Preamble	  expresses	  commitment	  to	  the	  goal	  that	  all	  advertisements	  for	  alcohol	  beverages	  
produced	  for	  publication	  or	  broadcast	  in	  Australia,	  other	  than	  point	  of	  sale	  material	  produced	  by	  alcohol	  
beverage	  retailers,	  and	  all	  naming	  and	  packaging	  of	  alcohol	  beverages	  comply	  with	  the	  spirit	  and	  intent	  
of	  the	  Code.	  
	  
However,	  Part	  2.2	  of	  the	  Code	  operates	  to	  provide	  a	  simple	  exception	  to	  the	  Part	  2.1	  standards:	  if	  Part	  
2.2	  applies	  in	  relation	  to	  a	  product	  name,	  the	  Part	  2.1	  standards	  do	  not	  apply	  to	  that	  name.	  	  If	  the	  
exception	  is	  triggered,	  questions	  regarding	  the	  spirit	  and	  intent	  of	  the	  Code	  cannot	  arise.	  	  
	  
In	  paragraphs	  29,	  30,	  31,	  32,	  34,	  35	  and	  36	  of	  the	  Provisional	  Determination,	  the	  Panel	  refers	  to	  Part	  2.2	  
as	  a	  'grandfathering'	  clause.	  	  In	  that	  context	  the	  Panel	  makes	  certain	  statements	  as	  to	  the	  meaning	  of	  
Part	  2.2,	  including:	  
	  

• that	  the	  effect	  of	  such	  a	  provision	  is	  to	  create	  a	  category	  of	  existing	  persons	  or	  entities	  whose	  
rights	  or	  obligations	  continue	  to	  be	  governed	  by	  the	  old	  arrangements	  in	  place	  at	  the	  time	  the	  
law	  or	  policy	  changed;	  and	  

• for	  alcohol	  beverage	  names	  and	  packages,	  it	  meant	  that	  alcohol	  products	  in	  the	  market	  place	  as	  
at	  30	  October	  2009	  did	  not	  have	  to	  be	  consistent	  with	  Part	  2	  of	  the	  Code.	  

These	  statements	  do	  not	  appear	  in	  and	  are	  not	  supported	  by	  Part	  2.2.	  	  Specifically,	  there	  is	  no	  reference	  
in	  Part	  2.2	  to	  grandfathering,	  to	  existing	  persons	  or	  entities,	  to	  their	  rights	  and	  obligations	  or	  to	  alcohol	  
products	  in	  the	  market	  place	  as	  at	  30	  October	  2009.	  	  The	  Part	  2.2	  exception	  plainly	  does	  not	  have	  such	  
limitations.	  	  These	  statements	  cannot	  therefore	  provide	  a	  sound	  basis	  for	  the	  Panel	  to	  determine	  that	  
Part	  2.2	  does	  not	  apply.	  
	  
Further,	  the	  Panel	  characterises	  our	  submissions	  regarding	  the	  Part	  2.2	  exception	  as	  'procedural'	  rather	  
than	  'substantive'	  (paragraph	  24	  of	  the	  Provisional	  Determination).	  	  The	  implication	  is	  that	  the	  Panel	  
considers	  Part	  2.2	  to	  be	  somehow	  a	  lesser	  provision	  than	  or	  subsidiary	  to	  Part	  2.1.	  	  Part	  2.2	  is	  a	  critically	  
important	  provision	  of	  the	  Code	  in	  the	  context	  of	  a	  Panel	  determination	  regarding	  the	  name	  of	  a	  
product	  which	  has	  precursors	  in	  the	  Australian	  market.	  	  It	  is	  a	  substantive	  and	  not	  merely	  a	  procedural	  
provision	  of	  the	  Code,	  and	  the	  Panel	  should	  consider	  and	  apply	  it	  as	  such,	  not	  discounting	  it	  in	  any	  way	  
in	  comparison	  with	  other	  provisions.	  	  	  	  	  
	  
Part	  2.2	  would	  have	  been	  expressed	  differently	  if	  the	  exception	  were	  only	  to	  apply	  to	  products	  in	  the	  
market	  place	  as	  at	  30	  October	  2009	  or	  only	  to	  the	  particular	  entity	  or	  entities	  which	  had	  been	  
responsible	  for	  the	  prior	  retail	  sales.	  	  It	  is	  common,	  particularly	  for	  beer	  products,	  for	  there	  to	  be	  
significant	  breaks	  between	  genuine	  retail	  sales	  in	  which	  the	  same	  name	  is	  used.	  	  Examples	  are	  seasonal	  
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and	  nostalgic	  offerings.	  	  The	  fact	  that	  they	  may	  be	  occasional	  does	  not	  remove	  them	  from	  the	  
protection	  of	  the	  Part	  2.2	  exception,	  and	  the	  Panel	  is	  not	  required	  to	  consider	  which	  side	  of	  a	  notional	  
line	  they	  may	  fall.	  	  Equally,	  it	  is	  common	  for	  different	  entities	  to	  be	  involved	  in	  retail	  sales	  of	  such	  
products	  at	  different	  times.	  	  The	  Panel	  cannot	  be	  expected	  to	  undertake	  a	  detailed	  review	  of	  these	  
entities	  and	  what	  their	  respective	  rights	  and	  functions	  may	  be,	  or	  may	  be	  claimed	  to	  be,	  or	  whether	  
their	  use	  of	  trade	  marks	  is	  authorised	  at	  the	  time	  or	  retrospectively:	  understandably	  that	  is	  not	  required	  
by	  Part	  2.2.	  
	  
With	  respect,	  the	  Panel	  must	  apply	  the	  Part	  2.2	  exception	  as	  a	  substantive,	  not	  merely	  procedural,	  
provision	  of	  the	  Code	  as	  it	  is	  unambiguously	  expressed,	  and	  not	  according	  to	  the	  Panel's	  beliefs	  as	  to	  
what	  was	  intended	  (paragraph	  38	  of	  the	  Provisional	  Determination).	  	  This	  is	  particularly	  the	  case	  in	  view	  
of	  the	  potentially	  grave	  impact	  of	  a	  misapplication	  of	  Part	  2.2.	  
	  
Part	  2.1	  
	  
We	  repeat	  our	  previous	  submissions	  in	  relation	  to	  Part	  2.1.	  
	  
We	  understand	  that	  the	  pre-‐vetting	  process	  cannot	  bind	  the	  Panel,	  and	  that	  it	  related	  to	  approval	  of	  the	  
advertisements	  rather	  than	  the	  name	  and	  packaging.	  	  However,	  taking	  into	  account	  the	  content	  of	  the	  
advertisements,	  it	  is	  highly	  relevant	  that	  no	  objection	  was	  raised	  during	  that	  process.	  
	  
Those	  engaged	  in	  pre-‐vetting	  are	  experts	  in	  relation	  to	  marketing	  matters	  and	  the	  provisions	  of	  the	  
ABAC	  Code,	  including	  regarding	  appeal	  to	  children	  and	  adolescents.	  	  They	  are	  taking	  a	  relatively	  
uncluttered	  view	  of	  the	  issues	  raised	  by	  the	  proposed	  advertisements,	  without	  extraneous	  material	  such	  
as	  is	  provided	  in	  a	  complaint	  or	  response	  to	  a	  complaint.	  	  They	  are	  just	  looking	  at	  the	  material	  and	  
considering	  its	  effect	  on	  the	  likely	  audience.	  	  In	  this	  case,	  they	  considered	  the	  advertisements	  and	  
provided	  their	  approvals	  at	  a	  critical	  time,	  immediately	  before	  we	  launched	  the	  product.	  	  We	  relied	  on	  
their	  approvals	  in	  going	  ahead	  with	  the	  launch.	  	  
	  
It	  was	  not	  apparent	  to	  those	  experts	  that	  the	  proposed	  publications,	  which	  included	  prominent	  images	  
of	  the	  product	  and	  the	  name	  Duff	  Beer,	  would	  have	  strong	  or	  evident	  appeal	  to	  children	  or	  adolescents.	  	  
This	  is	  not	  surprising	  as	  the	  product	  was	  created	  for	  adults	  only.	  
	  
It	  cannot	  be	  assumed	  that	  simply	  because	  the	  name	  or	  appearance	  of	  a	  product	  may	  be	  recognisable	  
from	  a	  TV	  series	  which	  includes	  children	  as	  a	  small	  proportion	  of	  its	  viewing	  demographic,	  the	  product	  
itself	  must	  therefore	  have	  strong	  or	  evident	  appeal	  to	  children	  or	  adolescents.	  
	  
The	  connection	  between	  such	  a	  product	  and	  such	  a	  TV	  series	  does	  not	  necessarily	  give	  rise	  to	  the	  
relevant	  appeal	  for	  the	  purposes	  of	  Part	  2.1.	  	  They	  are	  two	  separate	  matters.	  	  In	  this	  case	  the	  Panel	  
appears	  to	  have	  confused	  them.	  	  At	  paragraph	  51	  of	  the	  Provisional	  Determination,	  the	  Panel	  states	  that	  
The	  Simpsons	  clearly	  does	  have	  strong	  appeal	  to	  children.	  	  It	  then	  goes	  on	  to	  state	  that	  it	  is	  a	  fact	  that	  
the	  name	  'Duff'	  and	  its	  (presumably	  the	  Duff	  Beer	  product's)	  Simpsons	  replica	  packaging	  do	  have	  strong	  
or	  evident	  appeal	  to	  children	  or	  adolescents	  in	  breach	  of	  Part	  2	  of	  the	  Code.	  	  The	  Panel	  does	  this	  without	  
acknowledging	  that	  the	  second	  proposition	  does	  not	  necessarily	  follow	  from	  the	  first,	  and	  without	  
exposing	  any	  reasoning	  as	  to	  how	  it	  has	  reached	  this	  conclusion.	  	  
	  
Any	  conclusion	  as	  to	  the	  appeal	  of	  a	  product	  must	  of	  course	  be	  highly	  contingent	  on	  the	  nature	  of	  the	  
product	  itself,	  and	  how	  it	  is	  presented	  and	  marketed.	  	  In	  this	  case,	  the	  expert	  pre-‐vetters,	  looking	  at	  the	  
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proposed	  advertisements	  with	  their	  clear	  and	  prominent	  depictions	  of	  the	  product	  and	  the	  product	  
name,	  did	  not	  make	  the	  connection	  with	  appeal	  to	  children	  or	  adolescents,	  or	  at	  least	  to	  any	  such	  
appeal	  being	  strong	  or	  evident	  enough	  to	  warrant	  an	  objection.	  	  It	  follows	  that	  there	  is	  a	  real	  question	  as	  
to	  whether	  the	  name	  and	  the	  appearance	  of	  the	  product	  have	  that	  effect.	  	  We	  submit	  that	  they	  do	  not.	  
	  
The	  Panel	  refers	  to	  the	  small	  print	  on	  the	  product	  and	  its	  packaging.	  	  It	  is	  the	  Duff	  Beer	  name	  that	  
creates	  the	  overwhelming	  visual	  impact,	  appearing	  twice	  in	  large	  lettering	  on	  the	  can.	  	  Comparatively	  
little	  space	  is	  afforded	  to	  the	  informational	  small	  print,	  which	  is	  very	  small,	  and	  indeed	  is	  not	  evident	  
unless	  a	  special	  effort	  is	  made	  to	  find	  and	  read	  it.	  	  Realistically	  it	  would	  not	  be	  noticed	  by	  the	  great	  
majority	  of	  people	  and	  is	  not	  an	  attractant	  to	  a	  potential	  purchaser	  or	  consumer.	  	  It	  cannot	  be	  suggested	  
that	  any	  of	  the	  small	  print	  gives	  the	  product	  a	  strong	  or	  evident	  appeal	  to	  children	  or	  adolescents.	  
	  
Indeed,	  none	  of	  the	  packaging	  elements,	  whether	  taken	  separately	  or	  together,	  give	  rise	  to	  the	  required	  
strong	  or	  evident	  appeal	  to	  children	  or	  adolescents.	  	  	  
	  
	  
Yours	  sincerely	  
	  
	  
	  
	  
	  
Andrew	  Wilsmore	  
Manager,	  Public	  Affairs	  
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